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S Responsive to communication(s) filed on Jul 3. 2000 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters. prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu9f/B35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire i_ month(s), or thirty days whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1,1 36(a). 



Disposition of Claim 

S Claim(s) 1-62 



. is/are pending in the applicat 



Of the above, claim(s), 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



. is/are withdrawn from consideration 
is/are allowed. 



is/are rejected. 

is/are objected to. 



S Claims 1-62 



. are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Cijisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All [3ome* QSlone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s). PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Art Unit: 1635 



DETAILED ACTION 



Claims 1-62 are pending in the instant application. 



Election/Restrictions 



Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in response to this action, to elect 
a single invention to which the claims must be restricted. 

Group I, claims 1-18 and 29-36, dravm to polynucleotides and cells transformed with 

them. 

Group II, claims 19-28, drawn to an isolated and purified enzyme. 

Group III, claims (37, 38), 39, (41-44), 45-48, (49), 50, (51-56), drawn to plants and plant 
parts with increased expression of cytochrome P-450 reductase and methods for preparing such 
plants. 

Group IV, claims (37, 38), 40, (41-44), (49), and (51-56), drawn to plants and plant parts 
with decreased expression of cytochrome P-450 reductase and methods for preparing such plants. 

Group V, claims (56) and 57-62, drawn to isolated alkaloids and methods to produce 
isolated alkaloids. 

The inventions listed as Groups I-V do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
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technical features for the following reasons: The claims of these five groups are drawn to 
materially different products, which products are nucleic acids, enzymes, plants and plant parts, 
and isolated alkaloids, and the claims are drawn to materially different and distinct methods steps 
for making said materially different products. Furthermore, the uses of the nucleic acids of 
Group I have materially different effects so as not to form a single general inventive concept 
under PCT Rule 13.1. Further pursuant to 37 C.F.R. § 1.475 (d), the ISA/US considers that any 
feature which the subsequently recited products and methods share with the main invention does 
not constitute a special technical feature within the meaning of PCT Rule 13.2 and that each of 
such products and methods accordingly defines a separate invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.17(1). 
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Conclusion 

Certain papers related to this application may be submitted to Art Unit 1635 by facsimile 
transmission. The faxing of such papers must conform with the notices published in the Official 
Gazette, 1 156 OG 61 (November 16, 1993) and 1 157 OG 94 (December 28, 1993) (see 37 C.F.R. 
§ 1 .6(d)). The official fax telephone numbers for the Group are (703) 308-4242 and (703) 305- 
3014. NOTE: If Applicant does submit a paper by fax, the original signed copy should be 
retained by applicant or applicant's representative. NO DUPLICATE COPIES SHOULD BE 
SUBMITTED so as to avoid the processing of duplicate papers in the Office. 

Any inquiry concerning this communication or earlier communications fi-om the examiner 
should be directed to Jane Zara whose telephone number is (703) 306-5820. If attempts to 
reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, John LeGuyader, 
can be reached on (703) 308-0447. Any inquiry regarding this application should be directed to 
the patent analyst, Katrina Turner, whose telephone number is (703) 305-3413. Any inquiry of a 
general nature or relating to the status of this application should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 




ANDREW WANG 

December 21, 2000 PATENT EXAMINER 



